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closed in accordance with the practice under Ex parte Quayle, 1 935 CD. 1 1 , 453 O.G. 21 3. 
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Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
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application from the International Bureau (PCT Rule 17.2(a)). 
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DETAILED ACTION 

This action is in response to Amendment after non-final rejection filed March 1 \ 2006. 
All applicant's arguments have been considered. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claims 1, 2, 4, 5 and 7-13 rejected under 35 U.S.C. 103(a) as being unpatentable over 
Bewersdorf (US 2002/0105722) in view of Eastman (US 6,411,434). 

Regarding claim 1, Bewersdorf teaches a confocal microscope with a sample carrier (Fig. 
4) comprising a first coverslip (22) and a second coverslip (22) wherein the second coverslip 
carries a mirror (25) and the mirror surrounds the sample region (para. 0055; Fig. 4). 
Bewersdorf lacks reference to a cavity or a frame. Eastman teaches the use of a frame (12 and 
14) to hold a first (26) and second (16) coverslip with a cavity between them (Fig. 6). Eastman 
further teaches a medium filled in the cavity (col. 7 lines 32-37). Although Eastman is silent as 
to the medium having approximately the same refractive index of the first and second coverslips, 
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the refractive index of the Eastman medium must approximately match the refractive indices of 
the first and second coverslips because a significant difference between the refractive indices 
would cause reflection of light at the interface of the medium and the coverslip. It would have 
been obvious to a person of ordinary skill in the art at the time the invention was made to have 
the Bewersdorf invention include the cavity and frame of the Eastman invention for the purpose 
of holding the sample in place while protecting the sample from being damaged. 

Regarding claim 2, Bewersdorf teaches the substrate of the coverslips being anisotropic 
or isotropic materials that are transparent to the wavelengths used (Fig. 4). The coverslips must 
inherently be either anisotropic or isotropic. 

Regarding claim 4, Bewersdorf teaches the invention as claimed but lacks reference to 
the distance between the coverslips. The Eastman reference teaches the use of a sample as thin 
as possible (col. 2 lines 25-35). It would have been obvious to one of ordinary skill in the art at 
the time the invention was made to have the Bewersdorf cavity be less than 50 microns as 
suggested by the Eastman reference for the purpose of transillumination of the specimen for 
without significant loss of incident light. 

Regarding claim 5, Bewersdorf teaches the mirror on the second coverslip reflective for 
light in a wavelength range of 300-1300 nm (para. 0021). 

Regarding claim 7, Bewersdorf teaches the mirror is made of a dielectric coating (para. 

0019). 

Regarding claims 8 and 10, Bewersdorf teaches the invention as claimed but lacks 
reference to a circular sample region. Eastman teaches the use of a circular sample region (Fig. 
1). It would have been obvious to one of ordinary skill in the art at the time the invention was 
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made to have the Bewersdorf invention include the circular sample region of Eastman for the 
purpose of allowing ample light to pass through the viewing area to achieve a high contrast 
image of the sample. 

Regarding claim 9, Bewersdorf teaches the invention as claimed but lacks reference to an 
adhesive. Eastman teaches the use of an adhesive to secure portions of the coverslip together 
(col. 6 lines 40-50). It would have been obvious to a person of ordinary skill in the art at the 
time the invention was made to have the Bewersdorf invention include the adhesive of Eastman 
for the purpose of permanently securing the coverslips to the frame. 

Regarding claims 1 1 and 12, Bewersdorf teaches the covperslips are in the shape of a 
square (Fig. 4), which is a polygon with identical side lengths and a rectangle. 

Regarding claim 13, Bewersdorf teaches the microscope is an interferometric 
fluorescence microscope (abstract). 

Claim 3 is rejected under 35 U.S.C. 103(a) as being unpatentable over Bewersdorf (US 
2002/0105722) in view of Eastman (US 6,41 1,434) as applied to claim 1 above, and further in 
view of Lakowicz (US 2002/0160400). 

Bewersdorf in combination with Eastman teaches the invention as claimed but lacks 
reference to the use of quartz and glycerol. Lakowicz teaches the use of quartz as a means to 
create the coverslips (Fig. 1A). Lakowicz teaches the use of glycerol as a means to fill the cavity 
of a microscope slide (para. 0092). It would have been obvious to one of ordinary skill in the art 
at the time the invention was made to have the Bewersdorf invention include the quartz 
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coverslips and glycerol of Lakowicz for the purpose of efficiently transmitting light through the 
covers! ips and protecting the sample. 

♦ 

Claim 6 is rejected under 35 U.S.C. 103(a) as being unpatentable over Bewersdorf (US 
2002/0105722) in view of Eastman (US 6,41 1,434) as applied to claim 1 above, and further in 
view of Aagard (US 3,720,924). 

Bewersdorf in combination with Eastman teaches the invention as claimed including the 
use of a metal mirror (para. 0019) but lacks reference to the use of aluminum in the mirror. 
Aagard teaches the use of aluminum to create a mirror in a microscope (col. 9 lines 60-63). It 
would have been obvious to one of ordinary skill in the art at the time the invention was made to 
have the Bewersdorf mirror made of aluminum as taught by Aagard for the purpose of reflecting 
light in the visible wavelength range. 

Response to Arguments 

Applicant's arguments filed March 1, 2006 have been fully considered but they are not 
persuasive. 

Applicant argues that the prior art fails to teach or suggest the mirror surrounds a sample 
region defined on the second coverslip. The term "surround" can mean to enclose as to cut off 
communication of (Merriam-Webster's Collegiate Dictionary Tenth Edition) not just the around 
the periphery definition intended by the applicant. Based on paragraph 0019 the mirror (25) is 
capable of cutting off communication of certain wavelengths and therefore satisfies the claimed 
limitations. 
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Applicant argues that the Bewersdorf reference fails to teach a circuJar sample region. 
This limitation is taught by Eastman as discussed in the rejection above. 

Conclusion 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Joshua L. Pritchett whose telephone number is 571-272-2318. 
The examiner can normally be reached on Monday - Friday 7:00 - 3:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Drew A. Dunn can be reached on 571-272-23 1 2. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 



Application/Control Number: 10/694,287 Page 7 

Art Unit: 2872 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair7direct.uspt0.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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